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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 12 March 2007 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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1 . The response of the applicant has been read and given careful consideration. Response to 
the arguments and amendments appears after the first rejection to which they are directed. The 
basis for the correction to the thickness of the reflective layer in the specification and claims is 
accepted. The terminal disclaimer for 6,770,346 filed on 9/22/06 are improper. They have 
not been executed by an attorney of record in the oath, please resubmit these with a 
signature form one of those listed on page 4 of the Oath. The terminal disclaimer for 
copending Application No. 1 1/130568 (2005/0254410) is approved and obviates that rejection. 
There is no longer a need to file a TD for 6,790,592 based upon the amended language. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



4. Claims 1,3,6-9 and 12-13 are rejected under 35 U.S.C. 102(e) as being fully anticipated 



by Harigaya et al. '346 
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Example 23 teaches polycarbonate substrates coated with a 70 nm ZnS-SiCb layer, a 18 
nm GesGa3Sb76Tei4Mn 2 recording layer, a 15 nm ZnS-SiC>2 layer, a 4 nm SiC layer, a 140 nm Ag 
layer and a 5-10 micron UV cured layer. Examples 19 and 22 are similar. The recording power 
is 19 mW (16/54). This is then initialized using an 850 mW laser at a velocity of 3.5 m/s and 
used at a recording velocity of 17.5 m/s. (16/10-65, table 1 in column 17-18, ses also tables 3 and 
4). The upper dielectric layer may be 5-50 nm (1 1/19-25). The Sb content can be as high as 81% 
(6/40-49). The lower dielectric layer can be 35-200 nm (10/4). The recording layer thickness is 
preferably 10-30 nm (8/12). The upper dielectric layer can be 8-20 nm (1 1/20) and the second 
upper dielectric layer can be Si, SiC, ZrC>2, MgO, TiO x or Y2O3 or the like with a thickness of 2- 
10 nm. (11/56-21). 

In cited example 23, x is 0.03, y is 0.05, x+y =0.08 which is less than 0.1, z is 0.826 
(applicant calculates 0.8444) and Mn is present at 0.02. Further, the thickness of the recording, 
upper protective ZnS-SiC>2 layer, Silicon containing layer (SiC/Si) and reflective layer are 
similar. The use of an SiC layer or an Si layer is discussed in the prepub of the instant 
specification at [0063]. The Pw power in the prior art is 19 mW [0072] at a linear velocity of 17 
m/s while that used in the examples of the instant application is 33 mW [01 10] at a velocity of 
28.8 m/s. The exposure in the prior art is 19 mW/17 = 1.11, and for the inventive examples is 
1.15. 

In the instant application, the media have the structure of polycarbonate substrates coated 
with a 75 nm ZnS-SiC>2 layer, a 16 nm Ge5Ga3Sb 7 6Tei 4 Mn 2 recording layer, a 18 nm ZnS-SiC>2 
layer, a 4 nm Si layer, a 140 nm Ag layer and a 8-14 micron UV cured layer, is initialized usin g 
900 mW laser beam (1 x 90 microns) at 2 m/s and uses a 35 mW laser operating at 789 nm to 
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write/erase at up to 28.8 m/s . The cited example 23 comprises a teaches polycarbonate substrate 
coated with a 70 nm ZnS-SiC>2 layer, a 18 nm GesGasSbyeTenM^ recording layer, a 15 nm ZnS- 
SiC>2 layer, a 4 nm SiC layer, a 140 nm Ag layer and a 5-10 micron UV cured layer from the 
reference has a 2 nm thicker recording layer, a 3 nm thinner upper dielectric layer and uses a SiC 
layer, rather than an Si layer. The initialization uses a 850 mW laser at a velocity of 3.5 m/s and 
a 19 mW laser operating at 657 nm. Based upon the composition and the thickness of the layers, 
the examiner holds that the medium of the prior art would be able to record information at a 
linear velocity between 28.8 and 33.6 m/s when exposed at a higher laser power. As the cited 
prior art and the instant application are commonly assigned, the applicant may have performance 
data on hand to refute this. The rejection stands. 

The applicant argues that no compositions within the range recited are taught. The 
examiner directs the applicant to the table on page 8 of the response, specifically example 23. 
The examiner obtained a value of 0.826 [(0.767(1-0.08) which equals 0.76/0.92)] while the 
applicant calculates 0.8444. Both values are bounded by the claims and the applicant may wish 
to check their math. 

5. Claims 1,3,6-9 and 12-13 are rejected under 35 U.S.C. 102(a) as being fully anticipated 
by Harigaya et al. EP 1260973. 

Example 23 teaches polycarbonate substrates coated with a 70 nm ZnS-SiC>2 layer, a 18 
nm Ge 5 Ga3Sb76Tei4Mn 2 recording layer, a 15 nm ZnS-SiC>2 layer, a 4 nm SiC layer, a 140 nm Ag 
layer and a 5 micron UV cured layer. ([01 70-01 75], table 3) Examples 19 and 22 are similar. The 
recording power is 19 mW. This is then initialized using an 850 mW laser at a velocity of 3.5 
m/s and used at a recording velocity of 17.5 m/s. ([0152], table 1 on page 14, see also tables 3 
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and 4). The Sb content can be as high as 81% [0042]. The lower dielectric layer can be 35-200 
nm [0077]. The recording layer thickness is preferably 10-30 nm [0054]. The upper dielectric 
layer can be 5-50 nm [0089] and the second upper dielectric layer can be Si, SiC, Zr0 2 , MgO, 
TiO x or Y 2 0 3 or the like with a thickness of 2-10 nm. [0094-0097]. 

In cited example 23, x is 0.03, y is 0.05, x+y =0.08 which is less than 0.1, z is 0.826 
(applicant calculates 0.8444) and Mn is present at.0.02. Further, the thickness of the recording, 
upper protective ZnS-SiCb layer, Silicon containing layer (SiC/Si) and reflective layer are 
similar. The use of an SiC layer or an Si layer is discussed in the prepub of the instant 
specification at [0063]. The Pw power in the prior art is 19 mW [0072] at a linear velocity of 17 
m/s while that used in the examples of the instant application is 33 mW [01 10] at a velocity of 
28.8 m/s. The exposure in the prior art is 19 mW/17 =1.11, and for the inventive examples is 
1.15. Based upon the composition and the thickness of the layers, the examiner holds that the 
medium of the prior art would be able to record information at a linear velocity between 28.8 and 
33.6 m/s when exposed at a higher laser power. As the cited prior art and the instant application 
are commonly assigned, the applicant may have performance data on hand to refute this. 
6. Claims 1,3 and 6-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Harigaya et al. EP 1260973. 

It would have been obvious to one skilled in the art to use a thinner composite dielectric 
layer, such that the ZnS-Si0 2 layer is 5 nm in thickness with a reasonable expectation of forming 
a useful optical recording medium. 

The examiner notes that the term "oxide layer" is held to embrace any layer including an 

oxide. 
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The applicant argues common assignment. The rejection now applied the EP equivalent 
which is not applied under 102(e) and so cannot be obviated merely on the basis of common 
assignment. 

7. Claims 1,3,6-9 and 12-13 are rejected under 35 U.S.C. 102(a) as being fully anticipated 
by Suzuki et al. JP 2002-347349 (machine translation attached), in view of Takahashi et al. '355. 

Example 8 has a polycarbonate substrate, a 60 nm ZnS-SiC>2 layer, a 14 nm 
Ge 3 Ga 5 Sb77Tei 5 recording layer, a 18 nm ZnS-Si02 layer, a 4 nm SiC layer, a 140 nm Ag layer 
and a UV cured layer. [0056,005 8] The other examples and Comparative examples are similar. 
The addition of Ag and Ge is disclosed [0007]. In cited example 8, x is 0.05, y is 0.03, x+y =0.08 
which is less than 0.1, z is 0.836. Further, the thickness of the recording, upper protective ZnS- 
SiC>2 layer and reflective layer are similar. The Pw power in the prior art is 15 mW [0050] at a 
linear velocity of 18 m/s while that used in the examples of the instant application is 33 mW 
[01 10] at a velocity of 28.8 m/s. The exposure in the prior art is 15 mW/18 = 0.83 and for the 
inventive examples is 1.15. Based upon the composition and the thickness of the layers, the 
examiner holds that the medium of the prior art would be able to record information at a linear 
velocity between 28.8 and 33.6 m/s when exposed at a higher laser power. As the cited prior art 
and the instant application are commonly assigned, the applicant may have performance data on 
hand to refute this. 

Takahashi et al. '355 teach GeSbTe recording layers with Mn, Sn, and Ag as additives in 
amounts of less than 5% (7/37-46 and 8/55-59). 

It would have been obvious to modify the cited examples by adding various additives in 
amounts of 1-4% of Mn to the recording layers in place of Ag, based upon the teachings of the 
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addition of Ag, Sn or Mn, by Takahashi et al. '355 with reasonable expectation of forming a 
useful optical recording medium. 

8. Claims 1,3,6-9 and 12-13 are rejected under 35 U.S.C. 102(a) as being fully anticipated 
by Suzuki et al. JP 2002096560, in view of Takahashi et al. '355. 

Example 3 has a polycarbonate substrate, a 180 nm ZnS-SiC>2 layer, a 20 nm 
Ge3Ga<3Sb7oTe2i recording layer, a 20 nm ZnS-SiCb layer, a 120 nm Ag layer and a UV cured 
layer [0015-0018]. The addition of Ag and Sn is disclosed [0012]. The upper dielectric layer 
may be 5 to 45 nm thick [0098]. The Sb can be up to 85% and Te is remainder as set forth at 
[0008]. 

It would have been obvious to modify the cited examples by increasing the amount of Sb 
to 77% , decreasing the Te to 14% based upon the teaching at [0008] of Suzuki et al. JP 
2002096560 and add Mn in amounts of 1-4%) to the recording layers in place of Ag, based upon 
the teachings of the addition of Ag, Sn or Mn, by Takahashi et al. '355 with reasonable 
expectation of forming a useful optical recording medium. 

9. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
VogeU 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
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with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

10. Claims 1-8 and 10-13 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-17 of U.S. Patent No. 6,770,346. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because both 
the instant application and the cited patent include coverage for GeGaSbTeMn based optical 
recording media. 

The terminal disclaimers are defective as discussed above. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Martin J. Angebranndt whose telephone number is 571-272-1378. 
The examiner can normally be reached on Monday-Thursday and alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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